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REMARKS 

The Office Action dated May 6, 2009 has been reviewed and carefully 
considered. Claims 15-20 aits added. Clamis 1-^20 are pootding. The independent claims 
are 1, 9, 15^ 16 and 20. Independent claims 1 and 9 a re not amended. Claims 2-4, 6-8y 
10 and 1 2 are suwended. Reconsideration of the application, as amended and itl view of 
the following remarks, is respectfully requested^ 

The Office Action fails to withdraw the claim rejections based on Chan, See 
Office Action page 2. In this regard, the Office Action eveii fails to withdraw the Chaii- 
based rej ections of claims^ 6*^^^ despite the travei^al ba^ed on both procediiral and 
substantive grounds. Sgg MPEP 707-07(f), third paragr^ Page 2 of the Office Action 
suggests that Chan applies to all, or perh^s some, of the claims. These issues are 
addressed immediately below. 

REJECTION OF CI.AIMS BASED ON CHAN 

Claims 6-8 stand rejected under 35 U.S.C, 103(a) as being unpatentable over 
Chan (US 6,355,420) iii view of Wischmann et al. (US 6,S54,«S5) ('^mscfaniann"). 

The 10/14/08 Office Action relies on tihe Wischmann reference in rejecting claim 

6. 

Applicant traverses on procedural and substantive grounds. 

Regarding procedural grounds, the Wischmann reference does not qualify as prior 

art as to clainis 6-8. 

In particular, the effective filing date of claims 6-8 is the date of filing of the 
Qemian priority application 102 45 715.8, under 35 U S.C. 119. That date is October 1, 

E^02021 8US1_10529682_OA ^plyi05~26-09.doc 

10 



Serial No. 10/529,682 

Atty. Docket No.: DE 02021 BUS 1 
Reply to Office Action mailed on May 6, 2009 

2002. Priority was claitned in the declaration filed concurrently witii the instant 
application on March 29, 2005. Also concurrently, a copy of the certified copy of the 
Gemiaa priority application 102 45 71 5,8 was received by the USPTO from the 
Inti^mational Bureau pursuant to PCT Rule 17,2. 

To perfect the priority date of Octofeer 1 , 2002, pursuant to 37 CFR 
1 .S5(a)(4)(i)(B), the Febriiary 1 0, 2009 reply was aecompanied by an axseurate translation 
into English of the certified copy of the German priority application 1 02 45 71 5 .8. 

The Wisehmann mference was publish^ on April 24, 2003, after the effective 
filing date of the instant applleation. 

Pm^suant to 35 U.S.G. l Q3(c)(l ), the subject matter or Wischm^g^ and claims 6-8 
were, at the time the invention recited in claims 6-^ was inade^ ovmed by Philips 
Electronics or subject to an obligation of assignment to Philips Eleotronics, Accordingly , 
the Wisehmanii reference catmot setve as prior art against the instant claims 6-8. 

Regarding substanidve grounds for Applicant's traversal, whereas Chan discloses a 
CCD used m microscopy (eoL 35, line 65: ''microseopy'% the Wisehnriann calibration- 
based correction pertains to X-my detectors (eoL 1, line 27(2«): ■•X-ray detectors''; coL 4, 
line 34: "X-ray detector"; coL 6, line 16: "X-ray "). Applicant is aware of no disclosure of 
suggestion that the Wischmann calibration-based correction for X-ray detectors is 
suitable for a CCD used in microscopy . 

In ad^tion, Wischmatin does not metition a mosaic of ima^es^ coUimation or a 
sub-region. Thus, it is unclear, from Chan and Wisclraiann, how "calibration images are 
related to the sub-region." 
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Based oti the above substantive considerations, it is xmciear to Applicant by what 
reasoning it could properly be deemed that it would have been obvious to modify Chan in 
view of Wischmann to yield an embodiment, "the evaluation of the pixel signals being 
perforrned by means of calibration images related to the sub-region/' 

Mor can the Wischmann reference compensate for Chan deficiencies with regard 
to parent claiiii 1 . 

As to claim 1 , in particular, Chan discusses engineering considerations in 
designing an array of sensors, with respect to sub-arriays, binning and read-out, and the 
10/14/08 Office Action cites to Chan, cqI, 36, line 40 to cqL 37, line 17 andcoL 38, lines 
27-35- 

Chan fails to disclose or suggest, , . deriving, bv said imaging device . . . said 
deriving being performed^ in view of the at least one preset parameter^ in such a manner 
that the maximum rate Oma^ of the evaluation unit is not exceeded during the re ading out 
of all pixel sisals from the sub-region ." 

For at least the fore^ing proced^l and substanti ve reasons, th& rejection of 
claim 6 lacks validity. 

Claims 7 and 8 depend firom, and include all the limi^tions of, biuse claim 6, and 
are likewise patentable over combination the Office Action cites. 

Reconsideration and withdrawal of the rejection is respectfully requested . 

In the interest of expedttioiis prosecution. Applicant respectfully requests tiiat the 
refection be wilJhdrawti ifi the next QfHce Action . 
RBJECTIQMS OF CLAIMS 1-5, 9 AND 10 BASED ON CHAN 
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Claims 2, 3 and 10 stand rejected under 35 U.S.C. 1 03(a) as being unpatentable 

over Chan (US 6,355,420) in view of Hoffman et aL (EP 1089555A1 ) ("Hoffinan*'). 

Claixn 10 recites: 

An imaging device comprising: 

a tv^o-dimensional field of image sensors ; and 

an evaluation unit configured for, at a maximum rate of no more than 
Gmax, reading out and processing pixel si^ials^ said pixel signals 
representing output sisals of said image sensors combined by a binning 
opemtion at a binning factor of unity or greater, said imaging device being 
configured to enable presetting of at least one parameter in order to define 
a sub-region of the field, said imaging device being further configured for, 
based on said at least one preset parameter and on said maximum rate 
Grmax, deriving a) said binning factor, b) an irtiaging rat^, and e) any 
parameters for defining the sub-region that were not preset in said 
presetting, said device fiarther comprising: a beam path; and an X-ray 
apparatus with an adjustable diaphragm arrangement in the beam path, 
said arrangement ineluding an adjustable diaphragm device, said apparatus 
being eonflgCtt'ed auch that at least one adjustment parameter of said 
diaphragm device is among said at least one preset parameter 

Claim 10 is amended for clarity. Support for the amendment is fbund in the 
specification^ («^^.* pm^ 2* lines 22-25; ami page 8, lines 14-16). 

Claim 10^ as amended^ recites, . . said imaging device being further canfigured 
for, based on said at least one preset parameter and on said maxi mum rate G^^. driving 
a) said binning factor, b) an imaging rate, and e) any parameters §ot defining the sub- 
region that were not preset in said presetting, . , 

Chan fails to disclose or suggest this feature of claim 1 0* and Hoffman fails to 
compensate fbr ttie deficiencies in Chan. 

For at least this reason^ t^e rejection of claim 10 lacks validity. 

Reconsideration and withdrawal of the rejection is respeetfully requested. 
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Claims 2 aiid 3 depend firom elaim 1. wMGh recites: 

presetting , on said imaging device, at least one parameter in order to 
deftiie a sub-region of the field; and deriving, bv said ItnaginEt device^ 
any remaining parameters for defining the sub-region as well as a 
binning factor b and an imaging rate f, said deriving bein^ perfdrmed. 
in view of the at least one preset parameter, in such a manner that the 
maximum rate Gjrr^ of the evaluation unit is not exceeded during the 
reading out of all pixel siiatnals firom the sub-region. 

Chan disousses engineering coiisiderations in designing an array of sensors^ with 
respect to sub-aixays, binning and read-out, and the 10/14/08 Oiffice Action cites to Chan, 
coL 36, line 40 to eoL 37, line 17 and eoL 38, lines 27-35. 

However, the prior art of record, alone or in Gombinationj. fails to disclose or 
suggest, **- . - deriving, bv said imaging device . said deriving being p erformed, in view 
of the at least one preset parameter^ in such a manner that the maximum rate G^ax of the 
evaluation unit is not e^tceeded dimng the resading out of ^1 pixel signals from the sub- 
region/* 

The prior art of record, alone or in combination, also fails to disclose or suggest, 
■*said deriving being: performed, in view of the at least one preset parameter, in such a 
manner that the maximum rate Gmav of tiic evaluation umt is not exceeded during the 
reading out of all pixel signals from the sub-region .- ' 

For at least the foregoing reasons, claim 1 distinguishes patentably over the prior 
art of record. 

The Office Action relies on disclosure that the Chan binning factor, as an 
operational mode, - 'is dictated by the components of the camera and a host computer" 
(Chan, coL 37, lines 15-17). 
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The Offjce Action s^mn^ to imply that tihe "sub-region*' of claim 1 is a Chan pixel 
(fbrmed by binning). 

The Office Action seems to also imply that 'i:he components of the camera and a 
host computer** in Chan, the Chan bthning factor^ and the Chan "temporal resolution" 
somehow accoOTit for the "at least one pammeter*'* the "remaining parameters," the 
*^binning factor,'* and the "imaging rate" of preseiit claim 1 , See OfSce Action, page 2, 

The Office Action does not seem to offer any further guidance^ except to say 
''presetting and resetting would be within one of ordinary skill in the art." 

It is unclear to Applicant whether the Office Action suggests that these feature of 
claim 1 correspond to Urn Chan features^ are Inherent based on die Chan features^ or are 
obvious based on ike Chan featmesv 

The Board of Patent Appeals and Interferences (BP AI) is repeatedly citing KSR 
Jm*l v. Tel^ex, Inc., 127 S. Ct. 1727, 82 USPQ2d 1385 (2007) as it, in turn, cited In re 
Kahn. 

" [R] ejections on obviousness grounds cannot be sustained by mere conclusory 
statements; instead^ tiiere must be some articulated reasoning with some rational 
imderpinning to support the legal conclusion of obviousness." (In re Kahn^ 441 F. 3d 977, 

988 (CA Fed. 2006) cited with approval in KSR, 550 U.S. at , 82 USPQ2d at 1 396) 

MPEP 214iriID^ fifth paragraph, next-to^last sentence . 

The OfSce Action fails to provide articulated reasomtig for its siiggestion of 
ob\^ousnesSi 
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Hie Office Aetion, in addition, is silent on the elaim 1 featiire, , . defiving, bv 
said imaging device . . . said deri ving being performed, in view of the at least one preset 
parameter^ in such a manner that . . ■ 

Accof ditig to the best understemdiii^ of Applieanti not only does Chan fail to 
disclose or suggest the ''deriving*' of the presetit claim 1 . Chan fcrther fails to disclose or 
suggest, *\ . . deriving, by said imagiiig device . . * said deriving beinp performed- tn view 
of the at least one preset parameter, in such a m^anner that . . /* Moreover, Hoffinann fsails 
to make up the difference* 

For at least ail of titie above reasonSj the prior art of record, alone or in 
CQmbination, fails to anticipate or render obvious the present invention as reeited in claim 
1. 

Claims 2 and 3 depend from, and include all the limitations of^ claim 1 , and 
likev^ise are patentable over the prior art of record. 

Claims 1, 4, 5 and 9 stmid rejected under 35 U.S.C. 102Cb) as being anticipated by 

Chan. 

Claim 1 distinguishes pateaatably over Chan, for at least the reasons mentioned 
above in this reply. 

Therefore, the anticipation rejection is invalid as to claim 1 as wck&n^^^. 

Claim 4 depends from base claim 1, and is patentable over Chan at least due to its 
dependency from the base claim 1^ 

In addition^ the 10/14/08 Office Action characterizes Chan as disclosing a service 
mode of the inaaging device in line 12 of columLn 37, A pplicant traverses , 
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Chan relates to a CCD camera for mieroscoDV (col. 35, tine 65: "microscopy")- 
The CCD camera may be programmable (eoL 36, lixm 64: "programmed"), but Chan fails 
to disclosie or suggest, " [a] method of operating an ima^ng device , , . , said de vice 
having a service mode, said sub-region being prcsset in said service mode." 

Furthermore, there does not appear to be any indication that any such hypothetical 
Chan microscopy service mode** would entail "the reading out of all pixel signals firom 
the sub^region," or would involve parameters being "defined in such a manner that the 
maximmn rate Omax of the evaluation unit is not exceeded during the reading out of all 
pixel sii^QsOs ftom th^ sub-region," 

For at least tiiese reatsoi^* Chan fails to anticipate present invention as recited 
in claim 4. 

Reconsideration and withdrawal of the rejection is respectfully requested. 
Claim S depends from, and includes all of the limitations of, base claim I as 
ametided, and is likevidse not anticipated by Chaix. 
Claim 9 recites: 

the imaging device being configured to enable presetting of at least one 
parameter in order to define a sub-region of the field, and further 
configured for deriving any remaining parameters for defiiiing the sub- 
region as well as a binning factor b and an imaging rate f, said deriving 
being r^erformed.. in view of the at least one preset parameter, in such a 
mamier that the maximum rate G,^.^ of the evaluation unit is not exceeded 
during the reading out of all pixel signals from the sub-region . 

Claim 9 distinguishes patentably over Chan. Chan discusses engineering 
considerations in deigning an sorray of sensors, with respect to sub-arrays, binning and 
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read-out, arid title Office Action cites to Chan» col. 36, line 40 to col. 37, line 17 and coL 

38, lines 27-35. 

In particular, Clian fails to disclose or $ugge$t, . . the imaging device being 
configured to enable presetting of at least one parameter in order to define a sub-region of 
the field, and fixr^er confijgur^ for deriving anv remaining parameters for defining the 
sub-region . . , said deriving being performed^ in view of the at least one preset 
parameter, in such a manner that the maximum rate Gmmc of the evaluation imit is not 
exceeded during the reading out of all piKel signals from the sub-region,'^ 

Chan fails to disclose or suggest this fea^re of claim 9, 

Claim 9 is accordingly, for at least this reason, not anticipated by Chan, 
RmECTIQN OVER BQQYSEN IN VIEW OF AIZAKI 

Claims 1-6 and 8-14 stand rejected under 35 U.S.C. 103(a) as unpatentable over 
Booysen et al. (US 6921 200) ("Booysen^') in view of Aizaki et al. (US 20030016301 ) 
f'Aizaki'^). 

Claim 1 recites, . , detiving. bv said imaging device. ... an imaging rate. . 

Booysen mentions, as performance related specifications^ the image information 
f ead-ont speed and the data rate to the image pre-processor, 

Booysen^ however, fails to disclose or suggest, . , deriving , bv said im aging 
device, . ... , an imaging rate . . 

The Office Actioti is silent a$ to this feature. 

Booysen and Aizaki both fail disclose or suggest this feaUire. Nor does Aizaki 
compensate for this shortcoming of Booysen, 
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For at least this reason^ claim 1 is not rendered obvious by the appliied 
combination of references. 

Claim 1 also recites, . . presetting, on said imaging device, at least one 
parameter in order to define a sub-^region of the field; and deriving, by said imagmg 
device, any remmidng parameters for defining the sub-region as well as a binning fi^tor b 
and ail imaging rate f, said deriving being perfottned, in view of the at least one preset 
parameter., in such a manner that. , 

Hie Office Action, at the bottom of page 3 and the top of page 4, cites an Aizaki 
"bimung nxmiber B" ([006S]-[0067]) as the ^preset parmneter." 

To account for th^ claim J feature, '*detiving. - a binning factor, . . in view of tSie 
at least one preset parameter,'* the Office Action off^s, by way of explanation, "as the 
[Aizaki] binning number is changed from the previously set Mnnmg number/* See Office 
Action, page 4> Unes 7-8 . 

However, neither Ifce Aizaki binning number B, nor "ajxy remaining parameters 
for defining the sub-region as well as a binning factor b and an imaging rate f*" aro 
derived based on a previous value of B. See Aizaki, [0065]-tQQ67], 

Moreover, even if the above- and below-described inadequacies of the prior art 
could be overcome, meeting claim 1 in the manner the Office Action suggests would 
require that ill tiie device-derived quantities, i.e.^ the binning number, the remaining 
parameters, the factor b emd tiie rate be derived based on the previous value of B. 

Applicant fails to see how such a meeting of claim 1 could properly be deemed 
disclosed or suggested based on the prior art of record, 
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Also, claim 1 recites, . , preseltmg . on said imaging device, at least one 
parameter in order to define a sub-region of the field; and deriving , by said imaging 
device^ any remaining parameters for deSnitxj^ the sub-region as well as a binning factor b 
aiid afl ima^g mm. . - in view of the at least one t>reset parameter , . 

The Aizaki binning rtimibef accordingly, for at least this re£usoti, earmot properly 
be equated to the "parameter*' or **any remaining parameters** of ^e present claim 1 . See 
Aizaki, [0045]. 

In addition, claim 1 recites, . . deriving, by said imaging device, . . . said 
denving being performed, in view of the at least one preset parameter, in such a manner 
that the maacinium rate of tiie evaliiation unit is not exceeded dutiiie th& reading out 
of aiU pixel signals ftotii the sub-region/ * 

The Oftiee Action suggests that this feature of claim 1 is found in AizaJd, [0066], 
last sentence. See Office Aetion, page 4, lines 9-1 0, 

The Of3Rce Action speeificajly pqtnis out the language, "[t]he image can be 
picked up with , . . ininim\;utn ntimber of pieces of data in a range in which optical 
information by the miorosoope is not laGking." 

It appears that the Office Action irnplies fliat the Aizaki "range'' relates to the 
■ ■ maximum rate Gmax'* of claim 1 , 

However, the Aiz^i **range" is an optical range; it is not a range of data 
transfer/processing rate. See Aizaki, [0115]. 

For ihis reason too^ tihe piior art of record, alone or in combination, additionaliy 
fails to disclose or suggest, *\. . .. deriving, by said imaging device, . . . said deriving being 

DE020218tJS 1_1 0529682_DA reply_0S-26-^09.doc 

20 



Serial No. 10/529,682 
Atty. Docket No. : DE 020218US1 
Reply to Office Action mailed on May 6, 2009 

perfbrmedj in view of the at least one preset pai ameter. in such a mannef that l3ie 
maximum rate Gm g v of the ev^aluation unit is not exceeded during the reading out of all 
pixel signals from tiae sub^^region /' 

Furthermore, it is the position of the QfSce Action, to the best imderstanding of 
Applicant, that Booysen discloses the claim 1 prjeamble and Aizaki discloses the claim 1 
body. 

Aside from erroneousness of this position, as diseussed above, the Office Action 
fails to say why it deems it to have been obvious to have modified Booysen in view of 
Aizaki. 

The Office Action suggests apparently no more than that a microscope system is 
from '*the same field of endevotir" as an 5C-ray apparatus. 

It is, however, unclear to Applicant how and for what reason the Booysen X-ray 
apparatus would have been modified based on the Aizaki microscope system, given, for 
example, flieir differing optics. Aizaki, {p(m^\Q006]; £0059]; and [0066], last 
sentence. 

It appeatfs to Applicaixt that Ae Office Action falls short of artietaating rcasofit or 
motivation for combining references. 

The Board of Patent Appeals and Interferences (BP AI) is repeatedly citing KSM 
Mtf y. Teleflex, Inc, , 127 S. Ct- 1 727, 82 USPQ2d 1 (2007) as it, in turn, cited In re 
Kahn. 

**[R]ejeetioHs on obviousness grounds csumot be sustained by nxefe concliuspry 
statements; instead, there must be some articulated reasoning with some rational 
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underpinning to suppoit the legal conclusion of obviGUsness." (In re Kahn, 441 F, 3d 977^ 
988 (CA Fed- 2006) cited with approval in KSR. 550 U S. at 82 USPQ2d at 1396) 
MPEP 214imD. fifth paragraph, next-to-la st sentence. 

The Office Action faiils to provide articulated reasoning for its suggestion of 
obviousness, 

For at least all of the above-discussed reasons, the combixiatioii of references the 
Office Action applies fails to render obvious the present inveiition as recited in claim 1, 
Recomideration and withdrawal of the rejection is respectfully requested. 
As to claim 9, it is an apparatus claim analogous to method claim 1 , and, 
similarly, r^itcs; 

the imaging device being configured to enable presetting of at least one parameter 
in order to define a sub-region of the field, and further configured for derivitig any 
remaining parameters for defining the sub-region as well m a binning factor b and 
an imaging rate f, said deriving being performed, in view of the at least on e p reset 
parameter , in such a manner that the maximum rate Gmax of the evaluation imit is 
not exceeded during the reading out of all pixel signals ftom the sub-region 

The combination of references ttm Office Action cites fsdis to t&nd&r obvious the 
present invention as recited in claim 9 at least for reasons analogous to those cited above 
with regard to the rejection of claim 1 . 

The amendnient of claim 12 finds support in the specification, Ce.g., page 3, lines 

16-29). 

Claims 2-6, 8 and 1 0-1 4 depend from the^ respectiw base claim, which has been 
shown to be patentable, and are likewise deesmed to be patentable. 

Reconsideration and withdrawal of the rejection is resF^ctfully requested. 
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REJECTION OVER BOOYSEN IN VIEW OF AIZAKI AND JALINK 

Claim 7 stands rejected under 35 UVS.C. 103Ca) as unpatentable over Booysen in 
view of Aizaki and Jalink et al. (US 5844242) fJalink"), 

Claim 7 recites, . , ealibration images for an arbitrary new sub-regioti arc 
acquired from the overall calibration images." 

The first paragraph in item 14 of the Office Action ackno wledges that Booysen 
fails to disclose or suggest this feature of claim 7 . 

The Office Action is silent, however, as to how it deems the proposed 
combination of references to have this feature, 

Applioant is unable to find this feature in any of the refesrences^ ;^One or in 
combination . 

Claim 7 depends from base claim 1 , and Jalink fails to make up for the 
shortcomings of Booysen and Aizaki. 

For at least the foregoing reasons and as ^t forth in the remarks above^ the prior 
art of record fails^ alone or in combination, to rerMder obvious the present Invention as 
recited iii claim 7. 

Reconsideration and withdrawal of the rejection is respectfully requ^isted, 
REJECTIONS OF DEPENDENT CLAIMS 

Oilier dependent claims, besides claim 7, likewise frirther distinguish over the 
prior art of record. 

For example, claim 6 recites, ^ ■. , . the evaltiation of the pixel signals being 
performed by means of calibration images related to the sub-^region /* 
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The Office Action cites to FIG. 16 in Booysen for this feature. 

Applicant^ however, is unable to find such disclosure or suggestioti in FIG. 16 or 
elsewher^e in Booysen, 

Reconsideration and mthdrawal of the rejection is respectfully requested. 
NEW CLAIMS 

Support for new independent claims 15 and 16 is found in the specification, (e.g., 
page 2, lines 16-32; page 6, lines 1 1 - 16; and page 7, lines 7-1 2). 

New independent claims 15 ^d 16 recite the feature, performed by **the imaging 
device'* of, "based on said at least one preset paranxeter and on said maxitiium rate Gmax* 
deriving a) any pararneters for defining tiie sub-region that were not preset in ^id 
presetting, b) said binning factor, arid c) aii itnaging rate," 

The prior art of record, alone or in combination, fails to disclose or suggest at 
least this feature. 

Support for new dependent claim 17 is found in the specification, (e.g., page 2, 
lines 2 1-26), 

New dependent claiins 18 finds suppoit in the specification, (e.g., page 5, lines 
25-27; page 8, lines 14-2 1 ; page 10, lines 21 -22$ and page 1 1 , lii^s 

Support for new dependent claim 1 9 and new independent claim 20 is found in 
die speeifica^on, (e.g^, page 2, lines 16-32; page 6^ lines 11-16; page 7* lines 7-12; page 
8, Ime 1 0 to page 9^ line 8). 

New independent clairn 20 distingvdshes patentably over the piior sixt of record at 
i^ist for the same reason set forth immediately above with regard to claiins 15 and 16. 
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CONCt.USION 

In view of the above, it is respectfully submitted that the present application is in 
eondition for allowiance. All issues raised by the Exanpiiner having been addressed, an 
early and favorable action on the merits is earnestly solicited. 

The Director is hereby authorized to charge any fee which niay be required, or 
credit any overpayment^ to Peposit Account No. 50-3960. 



Dated: May 26, 2G09 



Respectftilly submitted. 



By: David J ^^enblutti, Reg. No. 37,709 
Attorney 

For: Christopher M, Ries, Reg, No. 45,799 
Senior Intellectual Property Counsel 
Philips Intellectuai Propeity & Standards 



Please direct all further correspondence to; 
Christopher Ries, Reg. No. 45,799 
Senior Intellectual Property Counsel 
Philips Intellectual Property & Standards 
P.O. Box 3001 

Bri^liff Manor, NY 10510-8001 USA 
Phone: (914) 333-9632 
F^: (914) 332-0615 
Email; chris.ries@phiHps.com 
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